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pi^ponsf TO RESTRIC T" KFOIIIREMENT 

Sir: 

In response to the Restriction Retirement mailed November 1, 2002, Applicants hereby 
elect Group I (claims 1-8, 16-25, 34-36, 45-47, and 55) for prosecution on the merits, with 
traverse. Applicants submit that tins response is being filed within one month of the mailing date 
of the Restriction Requirement, and therefore believe that no fee is due. 

Lack of two-way distinctiveness 

The requirement for restriction is being traversed for the reasons set forth in detail below, 
namely, that the Groups as defined by the Examiner do not represent distinct inventions. 

The subject matter of the claims in Groups I, VII, XVI, and XVII as defined by the 
Exammer, are not distinct. The restriction between groups I, VII, XVI, and XVII is made on the 
basis of group I being drawn to a method for screening a first repertoire against a second 
repertoire to identify repertoire members which interact, while groups VH, XVI, and XVII are 
drawn to screening a first repertoire against a second repertoire to identify members which do not 
interact, screening a peptide repertoire against the same peptide repertoire to identify members 
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which interact, and screening a polypeptide repertoire against the same polypeptide repertoire to 
identify members which interact, respectively. The MPEP § 802.01 defines "distinct" as 
meaning that "two or more subjects as disclosed are related, for example, as combination and 
part (subcombination) thereof, process and apparatus for its practice, process and product made, 
etc., but are capable of separate manufacture, use, or sale as claimed ..." The two "inventions" 
in Groups I and II as defined by the Examiner, however, are not capable of separate 
"manufacture," that is, the methods are not capable of separate practice. For example, one of 
ordinary skill, practicing the "invention" of Group XVI (screening a peptide repertoire against the 
same peptide repertoire to identify members which interact; Claims 43, 45-47, and 55), would 
also be practicing the invention of Group I (screening a first repertoire against a second repertoire 
to identify members which interact). Because the claims of Group XVI cannot be practiced 
without also practicing the "invention" of Group I, the claims of Groups I and XVI are not 
distinct as defined by the MPEP § 802.01, and the restriction is improper. Similarly, the claims 
of Groups VII and XVII cannot be practiced without also practicing the "invention" of Group I. 
Thus the claims of Groups VH and XVII are not distinct from Group I, and restriction is 
improper. 

In addition, MPEP § 806.05(c) requires that "[i]n order to establish that combination and 
subcombination inventions are distinct, two-way distinctness must be demonstrated" and that 
" [t ]o support a requirement for restriction, both two-way distinctness and reasons for insisting on 
restnction are necessary, i.e., separate classifications, status, or field of search." In the present 
case however, the two-way distinctness requirement has not been met. Although one can 
practice the claims of Group I without practicing the claims of Group XVI, for example, one 
cannot practice the claims of Group XVI without practicing at least part of the "invention" of 
Group I The same reasoning would apply to the claims of Groups VII and XVH The claims of 
Groups I, VH, XVI, and XVII therefore do not satisfy the two-way distinctiveness requirement of 
MPEP § 806.05(c). 
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No undue search burden 

In addition, there would be no additional burden on the Examiner if the claims of Groups 
VH, XVI, and XVII were rejoined with those of Group I. The MPEP § 803 states, in relevant 
part, "There are two criteria for a proper requirement for restriction between patentably distinct 
inventions: (A) The inventions must be independent ... or distinct as claimed; and (B) There 
must be a serious burden on the examiner if restriction is required ..." (emphasis added). The 
Examiner has stated in the Requirement for Restriction that "the searches required are not co- 
extensive thus requiring a burdensome search". Applicants maintain, however, that a search on 
the screening method of Claim 1, for example, will necessarily also include in those search 
results, the screening methods of Claims 44-47 and 55 (Group XVII). That is, a search for prior 
art relating to the detection of an interaction between members of a repertoire would certainly 
include a search for art relating to a screening method wherein the repertoire members are 
peptides or polypeptides, or where an interaction is not detected at all. There is therefore no 
additional burden on the Examiner with regards to searching. 

Conclusion 

Applicant submits that all claims are allowable as written and respectfully requests early 
favorable action by the Examiner. If the Examiner believes that a telephone conversation with 
Applicants' attorney would expedite prosecution of this application, the Examiner is cordially 
invited to call the undersigned attorney of record. 
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